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vrA F ACSIMILE 



Board of Patent Appeals and laterfereiwes 
United States Patent and Trademark Office 
P O. Box 1450 

Alexandria, Virginia 22313-1450 

Re: Requests for Suspension of Appeal 

Dear Sir: 

• * ^ «>«,thptIS Patent and Trademark Office is a Request 
Transmitted herewith for appropriate action by the U.S Patent ana 
for SuspISn of Appeal for each of the following applications: 

1 ADOeal No.: Not Yet Assigned/Conf. No. 6701 
' Serial No. 09/267,199, filed March 12, 1999 

£tfe^ 

pathway 
Attorney Docket No.: 16517.233 

2 Appeal No.: 2003-1072 

" Serial No. 09/333,534, filed June 14, 1999 

t£°^c2 AcX Molecules Associated with Plants 

Attorney Docket No.: 16517.323 

3. Appeal No.: 2003-1073 .,„„„_ 
Serial No. 09/540,234, filed April 3, 2000 

Attorney Docket No.: 16517.326 

4 Appeal No.: 2003-1074 

Serial No. 09/552,086, filed April 19, 2000 

Attorney Docket No.: 16517.324 

5. Appeal No.: 2003-1666 

Serial No. 09/521,640, filed March 10, 2000 

Attorney Docket No.: 16517.128 
^aDC NewYo* London Bn,** Lo S An flCl * S Century <*V Norton V,r B ,n la Denver 
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U.S. Patent and Trademark Office 
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i£TE&£- K-Oi» Motecu.es Assoc!-*. *ft PI— 
Attorney Docket No-: 16517.277 

7 Anneal No.: 2004-1034 

Serial No. 09/666,355, filed September 20, 2000 

jaS^XJM Molecules Associated whh Plants 

Attorney Docket No.: 16517.314 ' 

8. Appeal No.: 2004-1272 

Serial No. 09/371,146, filed August 9, 1999 
Applicants: Nordine CHEIKH et al 
Title: Annotated Plant Genes 
Attorney Docket No.: 16517.032 

9. Appeal No.: 2004-1273 

Serial No. 09/637,086, filed August 11, 2000 

^^STMd^SSS Mother Molecules Associated «i* Plants 
Attorney Docket No.: 16517.285 

10. Appeal No.: 2004-1275 

Serial No. 09/540,235, filed April 3, 2000 

Applicants: Dane K.FISHER etal. . T . nf 

Title: Nucleic Acid Sequences from Cyanidium Caldariuin and Uses Thereof 
Attorney Docket No.: 16517.276 

11. Appeal No.: 2004-1406 

Serial No. 09/553,094, filed April 18, 2000 

ADDlicants: Scott E. ANDERSEN et al. . 

TWo: Nucleic Acid Molecules and Other Molecules Associated w.th Plants 

Attorney Docket No.: 16517.272 



PAGE 3/32 * RCVD AT 8/20/2004 4:49:35 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/2 * DNIS:8729306 " CSID:202 942 5209 ' DURATION (mm-ss):08-56 



©004/032 



ARNOLD & PORTER LLP 



Board of Patent Appeals and Interferences 
U.S. Patent and Trademark Office 
August 20, 2004 
Page 3 

12. Appeal No. 2004-1480 „ 
Serial No. 09/732,627, filed December 8, 2000 

ijftrtE^ESE Sfod. HW. A^Uted *h M 
Attorney Docket No.: 16517.281 

13 Appeal No.: 2004-1725 

Serial No. 09/233,218, filed January 20, 1999 

xltlf^ 

Pathway 
Attorney Docket No. : 1 65 1 7 .23 1 

14. Appeal No.: 2004-1773 

Serial No. 09/421,106, filed October 15, 1999 

^f^SSSS S23i and Other Molecules Associated with Plants 
Attorney Docket No.: 16517.142 

It is respectfully requested that acknowledgement of receipt of these waivers be seat via return 
fecsimile to the undersigned at 202-942-5999. 

In the eventthat extensions of time are necessary to prevent abandonment of these patent ; appli- 

2?E£ itnfoSe,^ bonJissioner is hereby ^^.^ such » ^ 
i Porter LLP Deposit Account No. 50-2387, referencing docket number 16517.001. 




David R. Marsh (Reg. No. 41 ,408) 
Thomas E. Holsten (Reg. No. 46,098) 



Enclosures 
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IN THE UNITED STATES PATENT AND TRADEMARK OmCE 

BOARD OF PATENT APPEALS AND INTERFERENCES 



In re application of: 
Karen L. FINCHER et ah 
Appln.No.: 09/637,086 
Filed: August 11,2000 
Title: 



Art Unit: 1631 

Examiner: Marjorie A. Moran 

Atty.Dkt.No.: 16517.285 

Appeal No-: 2004-1273 



Nucleic Acid Molecules and Other Molecules Associated with Plants 



Request for Suspension of Appeal 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Appellant hereby requests that the Board of Patent Appeals and Interferences 
("Board") suspend action in the above-captioned appeal. The issues presented in the 
appeal involve the utility of partial nucleic acid molecules, such as Expressed Sequence 
Tags (ESTs), under 35 U.S.C. §§ 101 and 1 12 and the sufficiency of the written 
description of these sequences. An appeal involving the utility of partial nucleic «ad 
mo lecules is currently pending before the United States Court of Appeals for the Federal 
Circuit ("Federal Circuit"). The sufficiency of the written description has been decided 
by the Board under similar circumstances as the present appeal. 1 

On July 7, 2003 Appellant filed a Notice of Appeal in the above-captioned matter. 
Thereafter, Appellant filed an Appeal Brief with the Patent Office on September 8, 2003 
and waived oral hearing on July 22, 2004. 

On May 27 2004, the Real Party in Interest in the above-captioned matter filed an 
appeal to the Federal Circuit in In re Fisher (U.S. ApplnNo. 09/619,643, B.P.A.I. Appeal 



i hcn*y certify ut« a* rofceofog Re q ueSt R,r Su f p ^ rt cf A App *^L 

fecsifflik transmitted io fceactcniionofthe Board ofPatem Appeal* a*l 
Srences. via fccimilc number (703) 308-5200 ^ and io <1« U.S. Puenl and 
Trademark OfWe central dtsimile number (703) 872-9306. 
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Karen L. FINCHER el al. 
Ser. No. 09/637,086 
Appeal No. 2004-1273 
Page 2 

No. 2002-2046) presenting the issue of the utility of partial nucleic acid molecules, such 
asESTsunder35U.S.C.§§l01and.n2. 2 

The Office has stated that postponing consideration of an appeal until the Board 
has the benefit of a Federal Circuit decision, which may be determinative of an xssue an 
the appeal, is sound practice. See ,g., M.P.E.P. §1213, 8* Edition, RevisionNo. 2, at 

page 1200-31. „ - « 

For these reasons, Appellant hereby requests that the Board suspend consuteratton 
of the present appeal until the Federal Circuit provides guidance on the issue of the uul,ty 
ofparti.lnue.eie acid modules, such as ESTs. Should the Commissioner reqmre 
additional information, he is invited to contact the .rirtpM « »e number provided 
below. 

Respectfully submitted, 




Date: Aogvist 20, 2Q04 _ T^oWs E. Holsten (Reg. No. 46,098) 

David R. Marsh (Reg- No. 41,408) 
ARNOLD & PORTER LLP 

ffil Lavin, J, (Reg. No. 30,768) £ ™gg^^ 
Tho m asE.Kelley(Reg.No.29,938) ^SSSSSo^ 
Monsanto Company MailzoneE2NA 

St Louis, Missouri 63167 
Tel: (314) 694-1000 
Fax:(314)694-9009 

2 The Board upheld Examiners' utility rejections in similar appeals. 5* eg. Appeal Nos. 2003-1 137, 
2003-0996, 2003-1504. 2003-1746 and 2002-204(5. 
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